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REMARKS 

Applicants respectfully request reconsideration of the instant application in the 
view of the foregoing amendments and the following remarks. Claims 1-20 are pending. Claim 
1 and 2 are independent. Claims 2-20 have been amended by way of this response; although 
these claims have been amended herein to provide clarification, correct typographical 
inaccuracies and/or informalities, and/or to better track practical/commercial 
implementations/practices, Applicants submit that the originally filed claims are patentable and 
reserves the right to pursue the originally filed claims (as well as any claims dependent 
therefrom) at a later time and/or in one or more continuation application(s). Applicants submit 
that these claim amendments arc supported throughout the originally filed specification, figures, 
claims and abstract, and that no new matter has been added by way of these amendments. 

Claim Rejections - 35 U.S.C. § 103 

The Office Action rejected claim 1 under 35 U.S.C. § 103(a) as being 
unpatentable over US Pub No. 2003/0126069 to Cha (hereinafter "Cha") in view of PR 
Newswire, "LaBranche & Co. Announces Shelf registration of Shares" (hereinafter "PR 
Newswire"). The Office Action rejected claims 2, 4-5 under 35 U.S.C. § 103(a) as being 
unpatentable over PR Newswire in view of Florida Bar Journal: "IRS starting to challenge 
popular tax deferral technique (variable prepaid forward contracts)" (hereinafter "Florida Bar 
Journal"). The Office Action rejected claims 3, 14-15 under 35 U.S.C. § 103(a) as being 
unpatentable over PR Newswire in view of Florida Bar Journal, and in further view of Seattle 
Times, "Starbucks stock helps Schultz buy Sonics" (hereinafter "Seattle Times"). The Office 
Action rejected claims 6-7 under 35 U.S.C. § 103(a) as being unpatentable over PR Business 
Wire (Applicants believe it is typographical and should be PR Newswire instead) in view of 
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Florida Bar Journal, and in further view of US Pub No. 2002/0133456 to Lancaster et al. 
(hereinafter "Lancaster"). The Office Action rejected claim 8 under 35 U.S.C. § 103(a) as being 
allegedly unpatentable over PR Business Wire (Applicants believe it is typographical and should 
be PR Newswire instead) in view of Lancaster and further in view of U.S. Patent 7,236,955 to 
Sugahara (hereinafter "Sugahara"). The Office Action rejected claims 9-10 and 18-20 under 35 
U.S.C. § 103(a) as being allegedly unpatentable over PR Newswire in view of Florida Bar 
Journal and further in view of US Pub No. 2992/0103852 (Applicants believe this is 
typographical and should be 2002/0103852 instead) to Pushka (hereinafter "Pushka"). The Office 
Action rejected claims 11-13 under 35 U.S.C. § 103(a) as being allegedly unpatentable over PR 
Newswire in view of Florida Bar Journal and further in view of U.S. Patent 6,263,321 to 
Daughtery (hereinafter "Daughtery"). Although Applicants respectfully traverse the rejections 
and submit that the Examiner has not established a prima facie case of obviousness, Applicants 
have amended claims 2-20 to provide clarification, correct typographical inaccuracies and/or 
informalities, and/or to better track practical/commercial implementations/practices. 

MPEP § 706.02(j) prescribes that a rejection under 35 U.S.C. § 103 should set 

forth: 

(i) the relevant teachings of the prior art relied upon, 

(ii) the differences in the claim over the applied 
references, 

(iii) the proposed modification of the applied references 
to arrive at the claimed subject matter, and 

(iv) an explanation as to why the claimed invention 
would have been obvious to one of ordinary skill in 
the art at the time the invention was made. 

Applicants submit that the pending rejection has failed to properly establish at 

least the first two requirements presented above, the relevant teachings of the prior art relied 

upon, as well as, the differences in the claims over the applied references and that the applied 
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references, taken alone or in combination, fail to discuss or render obvious every element of each 
claim. 

Independent claim 1 recites, inter alia, 

A method implemented by a programmed computer 
system, comprising: 

utilizing a computer to calculate a number of shares 
underlying the pre-paid forward contract, based on a formula that 
is a function of a then-current stock price and a remaining 
maturity associated with the pre-paid forward contract; 

In the pending rejection, the Examiner states that "Cha does not discloses 
utilizing a computer to calculate a number of shares. . . .with the pre-paid forward contract", and 
attempts to remedy this deficiency in Cha by relying on PR Newswire, alleging that "PR 
Newswire discloses calculating a number of shares underlying the pre-paid forward contract, 
based on a formula that is a function of a then-current stock price and a remaining maturity 
associated with the pre-paid forward contract. . .(Page 1)" (p. 4, Office Action). Applicants 
respectfully disagree and submit that nowhere does PR Newswire discuss or render obvious at 
least the claimed "calculating a number of shares underlying the pre-paid forward contract, 
based on a formula that is a function of a then-current stock price and a remaining maturity 
associated with the pre-paid forward contract" as recited in independent claim 1 . 

Instead, PR Newswire merely provides a news article stating that "LaBranche & 
Co Inc. (NYSE: LAB), parent of one of the leading Specialist firms on the New York 
Exchange, filed an S-3 registration statement today relating to the registration of up to 
4,025,000 shares of common stock owned by certain of its current and former managing 
directors" (p. 1 , PR Newswire). Applicants note that PR Newswire does not provide any 
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discussion as to at least how the number of shares is determined or calculated. Applicants 
respectfully submit that an article, simply stating that an entity has 4,025,000 outstanding stock 
shares does not discuss or render obvious the claimed "calculating a number of shares 
underlying the pre-paid forward contract, based on a formula that is a function of a then-current 
stock price and a remaining maturity associated with the pre-paid forward contract" as recited in 
independent claim 1 . As such, Applicants submit PR Newswire's mere mention of a number 
does not discuss or render obvious at least the claimed "calculating a number of shares. . .based 
on a formula that is a function of a then-current stock price and a remaining maturity associated 
with the pre-paid forward contract" of independent claim 1 . 

Applicants further submit that the various references cited by the Examiner, 
taken alone or in combination, fail to remedy the deficiency in PR Newswire as discussed 
above with regard to independent claim 1 . Applicants submit that Florida Bar Journal focuses 
on tax issues regarding variable prepaid forward contracts (Florida Bar Journal); Seattle Times 
discusses Starbucks Chairman Howard Schultz "will sell 1 .7 million shares of Starbucks stock 
in what are called variable prepaid forward contracts" flj 2, Seattle Times); Lancaster discusses 
using "derivative products" that are "based on verifiable financial evaluation of the standardized 
units and fair market value of the units available for purchase for each derivative product" in 
capacity-driven industries (Abstract, Lancaster); Sugahara discusses "a method for structuring a 
transaction between a first party having a long position in a security and a second party" 
(Abstract, Sugahara); Pushka discusses "a method and system for optimizing investment 
performance of an economic entity" (Abstract, Pushka); Daughtery discusses an apparatus and 
process to "generate data representative of an option premium" and "determin[ing] a correlated 
expiring option premium, or to determine the premium of an asset relatable to a corresponding 
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option" (Abstract, Daughtery). However, Applicants submit none of the various cited references 
discusses or renders obvious at least the claimed "calculating a number of shares . . . based on a 
formula that is a function of a then-current stock price and a remaining maturity associated with 
the pre-paid forward contract" as recited in independent claim 1 as discussed above. 

As such, Applicants respectfully submit that the cited references, taken alone or 
in combination, fail to discuss or render obvious every element of independent claim 1 . 
Accordingly, Applicants respectfully request reconsideration and withdrawal of this ground of 
rejection with regard to independent claim 1. Should the Examiner maintain the rejection, 
Applicants respectfully request further clarification as to how particular parts of the cited 
references discuss the cited claim elements of independent claim 1 . 

Furthermore, Applicants submit that amended independent claim 2 recites "the 
number of shares of stock being calculated based on a formula that is a function of a then-current 
stock price and a remaining maturity associated with the pre-paid forward contract." As such, 
Applicants submit that the various cited references, taken alone or in combination, do not discuss 
or render obvious at least the cited claim element of independent claim 2 for similar reasons 
discussed above identifying deficiencies in the cited references with regard to independent claim 
1. As claims 3-20 are directly or indirectly dependent from independent claim 2, Applicants 
submit that they are patentably distinct from the cited references, taken alone or in combination, 
for at least similar reasons to those discussed above identifying deficiencies in the cited 
references with regard to independent claim 1 . Accordingly, Applicants respectfully request 
reconsideration and withdrawal of these grounds of rejections. 
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Conclusion 

Consequently, the reference(s) cited by the office action do not result in the 
claimed invention, there was/is no motivation, basis and/or rationale for such a combination of 
references (i.e., cited references do not teach, read on, suggest, or result in the claimed 
invention(s)), and the claimed inventions are not admitted to be prior art. Thus, the Applicants 
respectfully submit that the supporting remarks and claimed inventions, claims 1-20, all: 
overcome all rejections and/or objections as noted in the office action, are patentable over and 
discriminated from the cited reference(s), and are in a condition for allowance. Furthermore, 
Applicants believe that the above remarks, which distinguish the claims over the cited 
reference(s), pertained only to noted claim element portions. These remarks are believed to be 
sufficient to overcome the prior art. While many other claim elements and/or bases for rejection 
were not discussed as they have been rendered moot based on the above amendments and/or 
remarks, Applicants assert that all such remaining and not discussed claim elements and/or bases 
for rejection, all, also are distinguished over the prior art and reserves the opportunity to more 
particularly traverse, remark and distinguish over any such remaining claim elements and/or 
bases for rejection at a later time should it become necessary. Further, any remarks that were 
made in response to an Office Action objection and/or rejection as to any one claim element, and 
which may have been re-asserted as applying to another Office Action objection and/or rejection 
as to any other claim element(s), any such re-assertion of remarks is not meant to imply that 
there is commonality about the structure, functionality, means, operation, and/or scope of any of 
the claim elements, and no such commonality is admitted as a consequence of any such re- 
assertion of remarks. As such, Applicants do not concede that any claim elements have been 
anticipated and/or rendered obvious by any of the cited reference(s). Accordingly, Applicants 
respectfully request reconsideration and withdrawal of the rejection(s) and/or objection(s), and 
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allowance of all claims. 

AUTHORIZATION 

The Commissioner is hereby authorized and requested to charge any additional 
fees which may be required for consideration of this Amendment to Deposit Account No. 03- 
1240 , Order No. 17209-506 . In the event that an extension of time is required, or which may be 
required in addition to that requested in a petition for an extension of time, the Commissioner is 
requested to grant a petition for that extension of time which is required to make this response 
timely and is hereby authorized and requested to charge any fee for such an extension of time or 
credit any overpayment for an extension of time to Deposit Account No. 03-1240 , Order No. 
17209-506 . 

In the event that a telephone conference would facilitate examination of the 
application in any way, the Examiner is invited to contact the undersigned at the number 
provided. 

Respectfully submitted, 

CHADBOURNE & PARKE LLP 

Dated: August 10, 2009 By: /Walter G. Hanchuk/ 

Walter G. Hanchuk 
Registration No.: 35,179 



Correspondence Address : 
CHADBOURNE & PARKE LLP 
30 Rockefeller Plaza 
New York, NY 10112 
212-408-5100 Telephone 
212-541-5369 Facsimile 
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